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Claim Rejections - 35 USC§112 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

1. Claims 1, 2, 3, 4, 6, 7, 8, 9, 13, 14, 15, 16, 18, 19, 20, 21, 25, 27 are rejected under 35 
U.S.C. 112, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. The term 
"characteristic" is not clearly defined. 

2. Claims 2, 3, 5, 14, 15, 17 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The phrase "a portion" is not clearly defined. 

3. Claims 3 and 15 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The term "possible" is not clearly defined. 



4. Claims 3 and 15 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The term "unique" is not clearly defined. 
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5. Claims 5 and 17 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The term "color" is not clearly defined. 

6. Claims 1, 7, 10(a), 13, 14, 15, 16, 18, 19, 20, 21, 22, 25, 26, 27 are rejected under 35 
U.S.C. 112, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. The term "instant" is 
not clearly defined. 

7. Claims 10(a), 13, 22, 26 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The phrase "instant messaging service" is not clearly defined. 

8. Claims 7 and 19 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The term "relative" is not clearly defined. 

9. Claim 23 recites the limitation "the content" in claim 13. There is insufficient antecedent 
basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being examined 
was not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 
122(b). Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment 
by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

10. Claims 1, 2, 6, 8, 14, 18, 20, 25-27 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Griffith et al (US-PAT-NO: 6,366,651). 

For claims 1,13, 25, and 26, regarding section (a), Griffith et al teach on item 210 Fig. 2A "user 
inputs voice data". The "voice data" of Griffith et al is the claimed "audio command". It is 
inherent that the voice data must have a message meaning with a message characteristic. 
Regarding section (b), Griffith et al teach on item 21 1 Fig. 2 A "communication device converts 
voice data to text message". The "converts" of Griffith et al is the claimed "creating". The "text 
message" of Griffith et al is the claimed "instant message". It is inherent that the text message of 
Griffith et al must be created based on the message meaning and message characteristic. 
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Regarding section (c), Griffith et al teach on item 214 Fig. 2 A "communication device initiates 
communication connection to destination requested by user". The "initiates communication 
connection" of Griffith et al is the claimed "sending". The "destination" of Griffith et al is the 
claimed "second user". 

Regarding claims 2, 14, and 27, Griffith et al teach on item 213 Fig. 2 A "user issues command to 
output text message". It is inherent that the user must issue a destination address for output text 
message. The destination address and the voice data (the claimed command) together is the 
claimed "profile". It is inherent that the instant message must be created from the profile (the 
portion of the claimed command) using message meaning and the message characteristic. 

Regarding claims 6 and 18, it is inherent that the message characteristic must relate to 
personality if the message sender of Griffith's system desires to describe personality in the 
message. Griffith et al also teach on item 211 Fig. 2 A communication device converts voice data 
to text message. It is inherent that the communication device must select text corresponding to 
the message meaning for a given personality. 

Regarding claims 8 and 20, it is inherent that Griffith's system must have the characteristics of 
volume, personality, and emotion available for associating with the message. 
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Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

11. Claims 3 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Griffith 
et al as appHed to claim 1 above, and in view of Burkey et al (US-PAT-NO: 6,446,076). Griffith 
et al failed to teach the profile includes a plurality of unique text associated with a plurality of 
possible message characteristics for a given message meaning and wherein the creating step 
forms that at least a portion of the instant message with a chosen one of the plurality of unique 
text associated with a chosen one of the pluraHty of possible message characteristics. However, 
Burkey et al teach on column 14 line 55 - column 15 line 9 "pattern matching". The "pattern" of 
Burkey et al is the claimed "profile". The "element" of Burkey et al is the claimed "unique text". 
The "placeholder" of Burkey et al is the claimed "characteristics". Burkey et al teach on column 
14 line 65 a placeholder is a special kind of element, (column 14 line 65 "special kind" is a 
characteristic). It would have been obvious to one skilled at the time the invention was made to 
modify Griffith et al to have the profile includes a plurality of unique text associated with a 
pluraUty of possible message characteristics for a given message meaning and wherein the 
creating step forms that at least a portion of the instant message with a chosen one of the 
plurality of unique text associated with a chosen one of the plurality of possible message 
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characteristics as taught by Burkey et al such that the modified system of Griffith et al would be 
able to support the profile, text, and characteristics to the system users. 

12. Claims 4 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Griffith 
et al as applied to claim 1 above, and in view of Dowens et al (US-PAT-NO: 6,389,114). Griffith 
et al failed to teach the message characteristic relates to emotion and the creating step further 
comprises associating emotional indicia with text corresponding to the message meaning. It is 
inherent that the message must relates to emotion when the message sender sends a emotional 
message. However, Dowens et al teach on column 4 line 5 the conversion unit may be an 
automatic voice-to-text/text-to-voice unit incorporating voice recognition and speech synthesis 
devices. It is inherent that the emotional indicia must be associated with text corresponding to the 
message meaning by the voice-to-text imit. It would have been obvious to one skilled at the time 
the invention was made to modify Griffith et al to have the message characteristic relates to 
emotion and the creating step further comprises associating emotional indicia with text 
corresponding to the message meaning as taught by Dowens et al such that the modified system 
of Griffith et al would be able to support the emotional indicia to the system users. 

13. Claims 5 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Griffith 
and Dowens et al as applied to claim 4 above, and in view of Rivera et al (The Effects Of 
Emotional Icons On Remote Communication; Krisela Rivera et al, New Mexico State university, 
Department of Psychology, Las Cruces, NM 88003, April 13-18, 1996, CHI 96 Interactive 
Posters). Griffith and Dowens et al failed to teach the emotional indicia is at least one of the 
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group consisting of an emoticon, emphasis imparted in at least a portion of the text 
corresponding to the message meaning, and color imparted in at least a portion of the text 
corresponding to the message meaning. However, Rivera et al teach on page 100 of the cited 
pubHcation a group of the claimed emotional (Happy, Frustrated, etc. of Rivera et al) emoticon. 
It would have been obvious to one skilled at the time the invention was made to modify Griffith 
and Dowens et al to have the emotional indicia is at least one of the group consisting of an 
emoticon, emphasis imparted in at least a portion of the text corresponding to the message 
meaning, and color imparted in at least a portion of the text corresponding to the message 
meaning as taught by Rivera et al such that the modified system of Griffith and Dowens et al 
would be able to support the emoticon to the system users. 

14. Claims 7 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Griffith 
et al as appUed to claim 1 above, and in view of Lynn (US-PAT-NO: 5,541,981). Griffith et al 
failed to teach the message characteristic relates to a relative volume and the creating step further 
comprises selecting a text format for the instant message corresponding to the relative volume. 
However, Lynn teaches on column2 line 48 storing a plurality of recorded audio messages and 
volume level data related to the messages. It would have been obvious to one skilled at the time 
the invention was made to modify Griffith et al to have the message characteristic relates to a 
relative volume and the creating step further comprises selecting a text format for the instant 
message corresponding to the relative volume as taught by Lynn such that the modified system 
of Griffith et al would be able to support the volume to the system users. 
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15. Claims 9 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Griffith 
et al as applied to claim 8 above, and in view of Rivera et al (The Effects Of Emotional Icons On 
Remote Communication; Krisela Rivera et al, New Mexico State university, Department of 
Psychology, Las Cruces, NM 88003, April 13-18, 1996, CHI 96 Interactive Posters). Griffith et 
al failed to teach at least one message characteristic is predefined for the command and is 
associated with the message meaning of the command in the creating step. However, Rivera et al 
teach on page 100 of the cited pubHcation a group of the claimed emotional (Happy, Frustrated, 
etc. of Rivera et al) emoticon. The emoticon of Rivera et al is the claimed "characteristic". The 
"happy" of Rivera et al is the claimed command. The emoticon (the claimed characteristic) of 
Rivera et al is "predefined". It would have been obvious to one skilled at the time the invention 
was made to modify Griffith et al to have at least one message characteristic is predefined for the 
command and is associated with the message meaning of the command in the creating step as 
taught by Rivera et al such that the modified system of Griffith et al would be able to support the 
predefined characteristic to the system users. 

16. Claims 10 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over Griffith 
et al as applied to claim 1 above, and in view of Boys (US-PAT-NO: 6,314,094). Regarding 
section (a), Griffith et al teach on item 223 Fig. 2A "user accesses retrieved data". The "accesses 
retrieved data" of Griffith et al reads on the claimed "receiving an instant message". It is inherent 
that there must be a second user to send the message. Griffith et al also teach on item 214 Fig. 
2A "communication device initiates commimication cormection to destination requested by 
user". The "communication connection" of Griffith et al is the claimed "instant messaging 
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service". Regarding section (b) and (c), Griffith et al failed to teach creating content capable of 
being converted to an audio message to deliver to the telephony user; and sending the content to 
the telephony user via an audio brovs^ser. However, Boys teaches on column 9 line 48 "audio 
brov^ser". Boys also teaches on column 9 line 53 "the browser's principle function is to contact 
. . ..and to activate a hyper-link thereby causing download and playing of audio content". The 
"download" of Boys is the claimed "content". The "playing" of Boys is the claimed "sending". It 
would have been obvious to one skilled at the time the invention was made to modify Griffith et 
al to have creating content capable of being converted to an audio message to deliver to the 
telephony user; and sending the content to the telephony user via an audio browser as taught by 
Boys such that the modified system of Griffith et al would be able to support the audio browser 
to the system users. 

Regarding claim 1 1, the modified system of Griffith et al in view of Boys as stated in claim 10 
above failed to teach receiving and converting the content directed to the telephony user into an 
audible message and delivering the audible message to the telephony user. However, Boys 
further teaches on column 9 line 53 "the browser's principle function is to contact . . ..and to 
activate a hyper-link thereby causing download and playing of audio content". It is inherent that 
the content must be received and converted into an audible message. The "playing" of Boys is 
the claimed delivering. It would have been obvious to one skilled at the time the invention was 
made to modify Griffith et al and Boys to have receiving and converting the content directed to 
the telephony user into an audible message and delivering the audible message to the telephony 
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user as taught by Boys such that the modified system of Griffith et al and Boys would be able to 
support the receiving, converting, and delivering to the system users. 

17. Claims 12 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over Griffith 
et al as applied to claim 1 above, and in view of Hodges et al (US-PAT-NO: 6,449,365). Griffith 
et al failed to teach sending an alert to the telephony user via at least one of the group consisting 
of calling, sending and email, sending a message via a short message service, and sending a 
page. However, Hodges et al teach on column 9 line 42 the notification server may transmit a 
notification message .... using a conventional short message service (SMS). Hodges et al also 
teach on column 9 line 46 the notification server may also transmit a notification message to the 
recipient's conventional telephone. The "notification message" of Hodges et al is the claimed 
"alert". The 'conventional telephone" of Hodges et al reads on the claimed "calling". It would 
have been obvious to one skilled at the time the invention was made to modify Griffith et al to 
have sending an alert to the telephony user via at least one of the group consisting of calling, 
sending and email, sending a message via a short message service, and sending a page as taught 
by Hodges et al such that the modified system of Griffith et al would be able to support the alert 
to the system users. 

18. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Griffith et al as 
applied to claim 13 above, and in view of Boys (US-PAT-NO: 6,314,094). Griffith et al failed to 
teach an audio browser adapted to convert the content directed to the telephony user into an 
audible message and deliver the audible message to the telephony user via the audio browser. 



Application/Control Number: 09/897,239 Page 12 

Art Unit: 2645 

However, Boys teaches on column 9 line 53 "the browser's principle function is to contact 
. . ..and to activate a hyper-link thereby causing download and playing of audio content". It is 
inherent that the content must be received and converted into an audible message. The "playing" 
of Boys is the claimed delivering. It would have been obvious to one skilled at the time the 
invention was made to modify Griffith et al to have an audio browser adapted to convert the 
content directed to the telephony user into an audible message and deliver the audible message to 
the telephony user via the audio browser as taught by Boys such that the modified system of 
Griffith et al would be able to support the convert and deliver to the system users. 

Conclusion 

19. The prior art made of record and not replied upon is considered pertinent to applicant's 
disclosure, 

• Mayer (US-PAT-NO: 6,282,5 11) teach voiced interface with hyperhnked 
information, 

• Luneau (US-PAT-NO: 6,038,443) teaches calling party announcement apparatus. 

20. Any inquiry concerning this application and office action should be directed to the 
examiner Ming Chow whose telephone number is (703) 305-4817. The examiner can normally 
be reached on Monday through Friday from 8:30 am to 5 pm. If attempts to reach the examiner 
by telephone are unsuccessful, the examiner's supervisor, Fan Tsang, can be reached on (703) 
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305-4895. Any inquiry of a general mature or relating to the status of this application or 
proceeding should be directed to the Customer Service whose telephone number is (703) 306- 
0377. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Or faxed to TC2600's Customer Service FAX Number 703-872-9314. 
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